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REMARKS 

Applicants note with appreciation the Examiner's withdrawal of the objections to the 
specification and claims 4-6, 8, 10, 17, 19 and 30-35. 

In response to the Office Action mailed on September 20, 2004, independent claims 1, 8, 17 
and 29 have been amended for clarification purposes to clearly indicate that when the telescoping 
arms are being extended, the arms simultaneously lift an oilfield apparatus. Furthermore, claims 1-4, 
8-12, 15, 17-19, 21-22, 25-32, and 34-35 have been amended to indicate that the telescoping arms 
are "load bearing." 

DRAWINGS 

The Examiner has indicated that the drawing changes previously submitted are sufficient to 
overcome the objections to the prior office actions, however, they cannot be accepted because they 
were not presented in proper format. Applicants submit herewith corrected drawings in proper 
format in compliance with 37 C.F.R. 1.121(d). 

Applicants have corrected Figures 6 & 7 by adding a bracket and the reference number 10 to 
each of them. In addition, Applicants have corrected Figure 10A that changes reference number "72" 
to reference number "66" for consistency with the specification. Additionally, Applicants' 
amendment to the specification in paragraph 38 is believed to cure the objection raised in paragraph 
2 of the Detailed action. 

REJECTION OF CLAIMS under 35 U.S.C. 103(a) 

Applicants respectfully traverse the examiner's rejections and re-emphasizes Applicants' 
contention that the examiner's reading of Sizer is erroneous. Accordingly, Applicants requests 
reconsideration based on the amendments to the claims and the remarks set forth below. 

Applicants respectfully disagree with the examiner's contentions that Sizer lifts "oilfield 
equipment by extending the arms" or as she stated in the December 20, 2004 interview summary that 
"Sizer et al. taught that it was the raising and lowering of the two arms that moved a crown assembly 
which in turn moved an oilfield apparatus thus the reference did read over the claims and that the 
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limitation of lifting the oilfield apparatus by extending the at least two telescoping arms 1 was broad 
enough to encompass the arms taught by Sizer et al." Nevertheless, the amendments are intended to 
clarify that the act of extending the arms results in lifting the oilfield apparatus. 

Sizer does not "lift" or perform a "lifting" function by simultaneously extending guide 
tubes/arms 111 & 112. During operation of Sizer, guide tubes/arms 111 and 112 remain fully 
extended (FIG. 1 A) and function as a stationary "track" or "guide" for cylinder housing 122 (FIGS. 
46 & 47). As the cylinder housing is raised and lowered along the guides, slips 130, which are 
attached to cylinder housing 122, raise and/or lower attached equipment. See Col 19, Lines 30-34 
("The tubing handling apparatus 100 is operated with the upper inner guide tubes fully extended for 
pulling tubing by alternately raising and lowering the traveling slips 130 by means of the hydraulic 
cylinder assembly 121 .")(emphasis added). Telescoping movement of arms 1 1 1 and 112 occurs only 
when (1) the apparatus is being assembled for use and (2) when the apparatus is being dismantled. 
Accordingly, Sizer does not, and cannot "simultaneously" lift equipment when extending arms 1 1 1 
and 1 12, as required by Applicants 1 claims. 

In sum, while Applicants submits that Sizer can lift equipment when arms 1 1 1 and 1 12 are 
extended, Sizer does not and lift equipment by simultaneously extending arms 111 and 1 12. 

In view of the foregoing remarks and Applicants 1 claim amendments, is it respectfully 
submitted that independent claims 1, 8, 17, and 29 are patentable over the cited art and are in 
condition for allowance. Dependent claims 2-7, 9-16, 18-28 and 30-35 further define the present 
invention are also in condition for allowance. 
ALLOWED CLAIMS 

Applicants note with appreciation the Examiner's willingness to allow claims 4, 10, and 19 if 
they are placed in independent form. However, in view of the foregoing, Applicants have not placed 
these claims in independent form. 
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It is submitted that the application is in condition to be allowed, and such action is 
respectfully requested. The Commissioner is hereby authorized to charge any fees or credit any 
overpayments associated with this communication to Deposit Account No. 13-4900 of Munsch Hardt 
Kopf&Harr,P.C. 



Munsch Hardt Kopf & Harr, P.C. 
1445 Ross Avenue, Suite 4000 
Dallas, Texas 75202 
(214) 855-7571 
(214) 855-7584 (Fax) 



CONCLUSION 



Respectfully submitted, 



MUNSCH HARDT KOPF & HARR, P.C. 




Date: January 20, 2005 



Michael W. Dubner 
Registration No. 47,3 1 0 



DALLAS 1 004498_2 3810.19 
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